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The following remarks support Applicants' "Pre- Appeal Brief Request for Review" filed 
herewith in the above-referenced application. These remarks constitute no more than five pages, 
and are being filed with a Notice of Appeal, thereby satisfying the requirements. 

Independent claims 10, 19, and 25 stand rejected under 35 USC §102(e) over U.S. Patent 
No. 5,876,417 to Devonec et al. (hereinafter "Devonec"). The remaining pending claims depend 
from independent claims 10, 19, and 25. 




Michelle P. Chicos 
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Applicants respectfully request review of the Final Office Action in the above-referenced 
application. No amendments are being filed with this request. 

Applicants are filing the "Pre-Appeal Brief Request for Review" based on the following 
clear errors and/or omissions in the Final Office Action mailed on July 28, 2005. 

First Clear Frror and/or Omis sion in the Final Of fice Action: 

The Examiner has made a clear error and/or omission at least because Devonec does not 
teach or suggest a proximal end of an elongated body member of a connecting segment that is 
releasably joined to a distal terminating end of a body member of a stent via a third member. 

In the Final Office Action, it is alleged that "a connecting segment 7" depicted in FIG. 7 
of Devonec is "releasably joined to the distal end of the tubular element 8 via coupling means 
14" (Final Office Action at page 2). In the Advisory Action (mailed September 30, 2005), the 
Examiner similarly alleges "that the connecting segment [14] is 'releasably joined' to the stent [8 
or 9]". 

However, reference numeral 14 in Devonec corresponds to "a flexible and deformable 
connection means" connected to upper and lower tubular elements 8, 9 (column 4, lines 14-17). 
This connection means 14 is shown in, and described in relation to, FIGS. 1-10 in Devonec. The 
connection means 14 clearly connects the upper and lower tubular elements 8, 9 to one another. 
(See, for example, column 4, lines 14-23.) Also, with regard to Devonec 's second embodiment 
shown in FIGS. 1 1 and 12 and described from line 54 of column 5 to line 34 of column 6, the 
connection means 14 clearly connects the two tubular elements 8, 9 to one another. 

And, in FIG. 10 of Devonec, which relates to the positioning of both embodiments of 
Devonec's device in a patient (as made clear at lines 35-39 of column 6), the outer pusher tube 7 
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is shown detached from the lower tubular element 9, but the lower tubular element 9 always 
remains connected to the upper tubular element 8 via the connection means 14. 

Therefore, in Devonec, the connection means 14 does not releasably join anything and 
instead it connects the two tubular elements 8, 9 to one another. 

Second Clear Rrror and/or Omission in the Final Office Action: 

The Examiner also has made a clear error and/or omission at least because Devonec does 
not teach or suggest a member comprising (i) a first portion fastened to the proximal end of the 
elongated body member of the connecting segment and (ii) a second portion for slip fitting into a 
lumen of the body member of the stent at the distal terminating end of the body member, to 
releasably join the connecting segment to the stent. 

In the Final Office Action, the Examiner alleges that, because "the coupling member 14" 
of Devonec "has a smaller profile or diameter than the stent diameter tube member, it inherently 
must be joined by slip fitting the member into the stent body since a smaller diameter would 
inherently fit into the larger diameter" (Final Office Action at page 2). (See page 4 of the Final 
Office Action too.) Also, the Advisory Action indicates that Devonec's '"coupling member' 
must be slip fit into the stent as claimed." 

In Devonec, the connection means 14 is nowhere described or shown as slip fitting into 
either of the two tubular elements 8, 9 or anything else. There is simply no disclosure of "slip 
fitting" in Devonec. Devonec's connection means 14 is described as "flexible and deformable" 
(lines 15-16 of column 4), and it is shown krinkled or crushed upon itself in FIG. 2, but it is 
never shown or described in Devonec as slip fitting into anything. 

In addition, the Examiner has not applied the appropriate standard for "inherency". 
Inherent anticipation arises when "the prior art necessarily functions in accordance with, or 



U.S. Serial No. 09/733,752 

Remarks: Pre-Appeal Brief Request for Review 

Page 4 of 4 

includes, the claimed limitations," regardless of whether persons of ordinary skill in the art would 
"recognize the inherent characteristics or functioning of the prior art." Atlas Powder Co. v. Ireco 
Inc., 190 F.3d 1342, 1347 (Fed. Cir. 1999), citing In re King, 801 F.2d at 1326. Inherent 
anticipation with respect to "slip fitting" clearly does not arise in this instance. 

Applicants submit that all of the claims under final rejection are in condition for 
allowance and should be allowed and that the Final Office Action should be withdrawn. 

There is no fee required for the submission of the Pre-Appeal Brief Request for Review. 
However, if for any reason one or more fees are required for the entry and consideration of that 
Request, these Remarks, or anything else being filed herewith, the Commissioner is hereby 
authorized and requested to charge Deposit Account No. 04-1105. 

Respectfully submitted, 

Date: November 28, 2005 B 

(Reg. No. 42,693) 

Edwards Angell Palmer & Dodge 
P.O. Box 55874 
Boston, MA 02205 

Phone: (617)439-4444 
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